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Qpi ni on by Hohein, Adm nistrative Trademark Judge:

An application has been filed by Jeff L. Kaplan to
regi ster the designation "BALLISTIC NYLON' as a trademark for
goods originally identified as "l uggage, bags and rel ated
itenms".?

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U.S.C. 81052(d), on the ground that
the designation "BALLISTIC NYLON," when applied to applicant's
goods, so resembles the mark "BALLISTIC LITE," which is

! Ser. No. 74/671,277, filed on May 8, 1995, which alleges dates of
first use of March 3, 1991. The term "NYLON' is disclai ned.
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regi stered for "l uggage, as to be likely to cause confusion,
m st ake or deception. Registration also has been finally refused
under Section 2(e)(1) of the Trademark Act, 15 U.S.C. §2(e)(1),
on the basis that, when used in connection with applicant's
goods, the designation "BALLISTIC NYLON" is at least a merely
descriptive, if not a generic, term for such goods.
Applicant has appealed. Briefs have been filed, but an
oral hearing was not requested. We affirm the refusals to
register.
As a preliminary matter, however, there is an issue as
to what goods are properly the subject of the application. In
the first Office Action, applicant was advised with respect to
the original identification of his goods that "[tlhe phrase 'bags
and related items' in the identification of goods clause is
unacceptable as indefinite" and that applicant "must amend the
identification to replace this phrase with the generic names of
the goods on which the mark is used, e.g. tote bags, garment bags
for travel." Applicant, in response, requested amendment of the
identification of his goods to "tote bags, garment bags and
luggage”.
The Examining Attorney, *in view of applicant's failure

to specify the type(s) of garment bags, indicated in the second

’ Reg. No. 1,784,138, issued on July 27, 1993, which sets forth dates
of first use of March 31, 1992. The term"LITE" is disclained.

°* Al'though the Trademark Examining Attorney initially in charge of this
case subsequently left the Patent and Tradenmark O fice and the case,
conmencing with the issuance of the Ofice Action which finally
refused registration, has since been handl ed by the Senior Trademark
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Ofice Action that "the term’garnment bags’ is unacceptable as

i ndefinite" since such goods "are properly classified in Class 18
if they are "garnent bags for travel’ and in Cass 22 if they are
"garnment bags for storage.’" As a consequence thereof, the
Exam ni ng Attorney suggested, inter alia, that (enphasis added):

I f any acceptabl e substitute specinens
that applicant may submit in response to this
O fice Action evidence that the mark is used
to identify finished goods, applicant may
anend the identification to adopt either or
bot h of the foll ow ng:

tote bags, garnment bag for travel and
| uggage (Class 18); [and/or]

garnent bags for storage (Cd ass 22).

However, besides noting that adoption of both of the
suggested identifications of goods would require conpliance with
the requirenents for a conbi ned application, the Exam ning
Attorney al so pointed out that (enphasis added):

Applicant is advised that its recently
subnmitted unacceptabl e substitute specinens
evidence that the mark identifies the fabric
of finished goods rather than the finished
goods. Applicant is advised that its

speci nens nust conformw th the
identification of goods clause. Therefore,
dependi ng upon the nature of any acceptabl e
substitute specinens that applicant nay
submt in response to this Ofice Action, it
may be necessary that applicant anend the
identification of goods clause to indicate
that the mark identifies a textile fabric
fromwhich applicant’s finished goods are
made. ..

W note, however, that anendi ng applicant’s goods so as to

identify themas a textile fabric fromwhich certain finished

Attorney noted above, the term "Exam ning Attorney" will be used for
ease of reference to each
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goods are nade woul d appear to be inpermssible in this case

i nasmuch as a textile fabric is clearly beyond the scope of both

the "luggage, bags and related itens"” set forth in the original
i dentification and such finished products as the "tote bags,
garnment bags and luggage” listed in the first anended
i dentification.

Trademark Rule 2.71(b) provides in this regard that
“"[t]he identification of goods ... may be anended to clarify or

limt the identification, but additions will not be pernmtted.

Such rul e, noreover, has been strictly interpreted. See, e.qg.,

Inre M V Et Associes, 21 USPQd 1629, 1630 (Conmir Pats. 1991)

and In re Swen Sonic Corp., 21 USPQ@2d 1794, 1795 (Commir Pats.
1991). Nevertheless, contrary thereto, the Exam ning Attorney
offered the further suggestion that (enphasis added):

I f any acceptabl e substitute specinens
that applicant may submit in response to this
O fice Action evidence that the mark is used
to identify the textile fabric from which
applicant’s finished goods are nade,
applicant may anmend the identification to
adopt either or both of the foll ow ng:

textile fabric sold as a conmponent part
of tote bags, garnent bag for travel and
| uggage (Class 18); [and/or]

textile fabric sold as a conmponent part
of garnent bags for storage (O ass 22).

Applicant, in attenpting to follow the Exam ning
Attorney’s gui dance, requested the follow ng further amendnment
reply (enphasis added):

Pl ease amend the identification to:
textile fabrics sold as a conponent part of

tote bags, garnment bags for travel and
| uggage. Pl ease anend the identification of

in
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finished goods to: tote bags, garnent bags

for travel and | uggage.
Al t hough the Exam ning Attorney advised applicant in the third
O fice Action that, anong other things, "[a]pplicant’s [further]
anendnent to the identification of goods clause and substitute
speci nens are acceptable,” a review of the file shows that, for
reason(s) unknown and wi thout inform ng applicant, the Patent and
Trademark O fice actually anmended applicant’s goods to read:
"textile fabric sold as a conponent part of tote bags, garnent
bags for travel and |uggage". As noted above, such an
identification is inpermssible and it is clear that, while
applicant desires to obtain a registration covering tote bags,
garnent bags for travel, luggage, and the textile fabric which is
sold as a conponent part of the fornmer itens, the latter product
i s beyond the scope of applicant’s goods as originally identified
and as thereafter twi ce anended. Applicant’s goods consequently
nmust be regarded for purposes of this appeal as being limted to
tote bags, garment bags for travel and |uggage. W hasten to
poi nt out, however, that irrespective of whether applicant’s
goods were instead to be treated as Iimted to or including
textile fabric sold as a conmponent part of tote bags, garnent
bags for travel and |uggage, our decision with respect to the
grounds for refusal would still be that the designation
"BALLI STI C NYLON' is not registrable in |ight of both Sections
2(d) and 2(e)(1) of the statute.

Turning now to consideration of the refusal under

Section 2(d), applicant asserts that "[c]onsuners of |uggage are
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'specialized and very discrimnating since "[t]he average cost
of a piece of quality |luggage which Appellant sells is well over
$200. 00." Applicant argues, in essence, that in view thereof,
confusion is not |ikely from contenporaneous use of his
"BALLI STI C NYLON' nark for tote bags, garnent bags for travel and
| uggage and registrant’s use of its "BALLISTIC LITE" mark for

| uggage because (underlining in original):

The Appellant[’]s mark, "BALLISTIC
NYLON,]" Is a unitary termand it is the
unit which creates the comercial inpression
upon the custonmer. The Appell ant agrees that
the only difference between the cited
regi stration, "BALLISTIC LITE[,]" and the
Appellant[']s mark are the words LITE and
NYLON, BUT it is these two words that create
t he source indicator

The cited registrant sells a product
whi ch uses the termBallistic Lite. This
sinply inforns the custonmer that their

product is very light-weight. It takes a
very careful inspection of the product to
determne what it is made of. It could be

manuf actured from wool, rayon, |eather,
pol yester, plastic, vinyl, alum num

cel lul ose, ripstock, scotch-guard or

pol yur et hane.

Appellant[']s mark is a source
indicator. It tells the smart and
i nformative custonmer that the product is
manuf actured fromnylon. The added term
Bal listic, indicates a high-tech, strong, and
durabl e pi ece of luggage. This mark,
Bal listic Nylon, coined and originated in
1991 differentiates us fromour conpetitors.

Accordi ngly, applicant urges that because "[t] he
Exam ni ng Attorney has not considered the nmarks in their
entireties in determning whether there is a |ikelihood of
confusion,” the Section 2(d) refusal nust be reversed.

Nevert hel ess, applicant additionally maintains, in |light of the
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i nformati on which he has furni shed concerning a variety of third-
party registrations for marks consisting of or containing the
word "BALLISTIC, "* that:

The word Ballistic by itself is very

descriptive and is a conmon word ... The

common word shoul d be excluded from the

conparison of the simlarity between the two

marks. | n doing so, ... the renaining

portion of the two marks will determ ne the

di fference between the marks.

W agree with the Exam ning Attorney, however, that
confusion is likely. Wile the respective nmarks nust be conpared
in their entireties, it is nevertheless the case that, in

articulating reasons for reaching a conclusion on the issue of

“ The information regarding such registrations, we note, was originally
mentioned in a list which was set forth in applicant’s response to the
second OFfice Action and was reiterated in applicant’s main brief.

The Exam ning Attorney, in his brief, has objected to such

i nformation, contending that "the registrations were not properly made
of record and should not be considered." As a general proposition, it
is pointed out that a nere listing of information concerning third-
party registrations is insufficient to make the registrations of
record inasnuch as the Board does not take judicial notice of

regi strations which reside in the Patent and Trademark O fice. See,
e.d., Inre Duofold Inc., 184 USPQ 638, 640 (TTAB 1974). The proper
procedure for nmaking of record information relating to third-party
registrations is, instead, to submt either a copy of the actua

regi strations or the el ect roni ¢ equi val ent thereof, i.e., a printout
of each of the registrations which has been taken fromthe Patent and
Trademark OFfice’s own conputerized database. See, e.qg., Inre
Consol i dated G gar Corp., 35 USPQ@d 1290, 1292 (TTAB 1995) at n. 3; In
re Smth & Mehaffey, 31 USPCQd 1531, 1532 (TTAB 1994) at n. 3; and In
re Melville Corp., 18 USPQd 1386, 1388- 89 (TTAB 1991) at n. 2.
Nevert hel ess, inasmuch as no objection to the information furnished by
applicant was raised until the Exam ning Attorney filed his appea
brief, the objection is considered to have been waived and we have
treated such informati on as being of record. However, because none of
the third-party registrations (which cover separate registrations of
the mark "BALLISTIC'" for "golf clubs," "sportswear," "video ganes" and
"sungl asses" and registrations of the marks "BALLI STI C BLAST" for
"fireworks" and "BALLISTIC TIPS" for "bullets") is for the goods which
are the same as or closely related to those at issue in this case, the
third-party registrations are of no probative value with respect to
the question of |ikelihood of confusion other than to show that the
cited registrant’s "BALLISTIC LITE" mark is entitled to a broad scope
of protection since it is the only "BALLISTIC'-formative mark which is
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| i kel i hood of confusion, "there is nothing inproper in stating
that, for rational reasons, nore or |ess weight has been given to
a particular feature of a mark, provided [that] the ultimte
conclusion rests on consideration of the marks in their
entireties.” In re National Data Corp., 753 F.2d 1056, 224 USPQ
749, 751 (Fed. Cir. 1985). For instance, "that a particular
feature is descriptive or generic with respect to the invol ved
goods ... is one comonly accepted rationale for giving | ess
weight to a portion of a mark ...." 224 USPQ at 751.

Here, as applicant concedes, the disclainmed term"LITE"
in registrant’s "BALLISTIC LITE" is descriptive of |uggage which
is light-weight, while the disclainmd word "NYLON' in applicant’s
"BALLI STI C NYLON' nark, as applicant also adnmts and the evidence

of record confirns,”®

is a generic termfor the strong and durabl e
fabric fromwhich tote bags, garnent bags for travel and |uggage

may be made and thus is descriptive of such goods. W concur,

registered in the field of |uggage, tote bags and garnment bags for
travel.

*1In addition, we judicially notice that The Random House Dictionary of
the English Language (2d ed. 1987) at 1333 defines "nylon" as "any of
a class of thernopl astic pol yam des capabl e of extrusi on when nolten
into fibers, sheets, etc., of extrene toughness, strength, and
elasticity, synthesized by the interaction of a dicarboxylic acid with
a diamne: used esp. for yarn, fabrics, and bristles, as for brushes.
: [1938; coined as a generic by the du Pont Chenical Co. as

di stinct fromknown words and having no prior meaning or use ....]"
Simlarly, The Anerican Heritage Dictionary of the English Language
(3d ed. 1992) at 1244 defines "nylon" as "l.a. any of a famly of

hi gh-strength, resilient synthetic polynmers, the nol ecules of which
contain the recurring amde group CONH. b. Coth or yarn nade from
one of these synthetic materials. .... [Coined by its inventors,
E.l. Du Pont de Nermours and Co., Inc.]" It is settled that the Board
may properly take judicial notice of dictionary definitions. See,
e.g., Hancock v. Anerican Steel & Wre Co. of New Jersey, 203 F. 2d
737, 97 USPQ 330, 332 (CCPA 1953) and University of Notre Danme du Lac
v. J. C. Gourmet Food Imports Co., Inc., 213 USPQ 594, 596 (TTAB
1982), affd , 703 F.2d 1372, 217 USPQ 505 (Fed. Cr. 1983).
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therefore, with the Exam ning Attorney that, in |light of the
clearly descriptive significance of the words "LITE" and "NYLON, "
it is the term"BALLISTIC'" which principally serves as the
dom nant el enent in each of the respective nmarks when such marks
are considered in their entireties. Cearly, as respectively
used in connection with |uggage and goods which are so closely
related thereto as tote bags and garnent bags for travel, the
mar ks " BALLI STI C LI TE" and "BALLI STI C NYLON' proj ect
substantially the same overall commercial inpression. Thus, even
i f purchasers and prospective custoners were to notice the
differences in the marks, it would still be reasonable for them
to believe mstakenly that applicant’s "BALLI STIC NYLON' | uggage,
tote bags and garnent bags for travel constitute a nore durable
or stronger |ine of products which enmanate fromor are affiliated
with or sponsored by the same source as registrant’s |ight-weight
"BALLI STI C LI TE" | uggage.

Turning next to the refusal under Section 2(e)(1),
applicant contends that he "originated and coined the term
"BALLI STIC NYLON ." In particular, applicant insists that

(underlining in original):

The Exami ning Attorney has based his
deci sion only on a Lexis/Nexis database and
by the introduction of various catal ogs and
advertisenments as shown in the Ofice
Actions. Wile there have been sonme uses of
Ballistic Nylon in ads and articles, the
great majority of those ads and articles are
nmentioni ng a product that was coi ned and
originated by the Appellant, and the fact
that Appellant originated a new industry.
Largely, it appears that the nedia and
vari ous conpani es have m sused or are meking
a play on Appellant[’]s mark. ....

Appel | ant has sent letters to various
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conpani es i nform ng them of our use of our

mark. The Appellant al so points out that

none of the conpani es that have received this

| etter have ever filed for a trademark

regi stration under the Ballistic Nylon mark.
Applicant, however, has submitted only a single, dated sanple of
his asserted attenpts to police his claimof rights in the
desi gnation "BALLI STIC NYLON'.® NMbreover, while applicant, in an
attenpt to counter the Exam ning Attorney’ s evidence, has
furni shed excerpts from several publications to support his
argunent that "there is no such type of manufactured nylon called
Ballistic Nylon," the excerpts are lacking in probative val ue
i nasmuch as all but one is undated and the one which is dated

fails to provide any pertinent information.’

® Such exanpl e consists of a June 3, 1992 letter, signed by applicant
as "Pres." of "Travel -Wear Inc.," which is addressed to "Sansonite
Cor poration" and states, in relevant part, that:

Pl ease be advised that the mark, "BALLISTIC NYLO\[,]"
is the trademark used by our conpany to describe our line
of | uggage and bags.

This mark has been in use since May of 1991 ...

Pl ease advice [sic] your advertising departnment as
wel | as corporate officers of our claim

" Specifically, while the designation is not listed in what applicant
clainms are excerpts fromsuch publications as "The Mdern Textile

D ctionary," "Encycl opedia Arericana--Deluxe Library Edition,"
"FairChild s Dictionary of Textiles" and "Introductory Textile

Sci ence," no copyright page or other source of information has been
provi ded to support applicant’s contention that the evidence
constitutes "a recent glossary of all names used in the textile

i ndustry" (underlining in original) or is otherw se reasonably
current. The sole excerpt for which a date of publication can be
found, nanely, pages fromthe Consuners’ Quide to PRODUCT GRADES and
TERMS (1993), does not include any page(s) on which a listing of the
desi gnati on "BALLI STI C NYLON' woul d be expected to be found and, in
any event, contains the following "disclainmer": "Wile every effort
has been nmade to ensure the reliability of the information presented
in this publication, Gale Research Inc. does not guarantee the
accuracy of the data contained herein."

10
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Applicant additionally maintains that, while he "agrees
that the two word[s], "BALLISTIC and 'NYLON,]’ by thensel ves

are descriptive,” the "conposite term ’'BALLISTIC NYLON,]’ is
a highly suggestive term"™ According to applicant, "[s]inply
because a mark inparts information about the physical

characteristics of the goods does not render it incapable of

function[ing] as a trademark” and that any doubt on the issue of
nmere descriptiveness should be resolved, in accordance with the
Board’ s practice, in applicant’s favor.

The Exam ning Attorney, on the other hand, correctly
notes that "[a] term which describes a characteristic ... or
feature of a product is considered nerely descriptive of the
product itself." In the present case, the Exam ning Attorney
mai ntains that "[t]he evidence of record indicates that
"ballistic nylon” is a common descriptive termfor a particul ar
type of fabric which is used in the manufacture of |uggage."”

I nasnuch as the speci nens of use furnished by applicant "clearly
show t hat applicant’s goods are nade of ballistic nylon," the
Exam ni ng Attorney concl udes that the designation "BALLISTIC
NYLON' nerely describes a characteristic or feature thereof,
nanely, the fabric or material fromwhich applicant’s tote bags,
garnent bags for travel and |uggage are nade.

Specifically, the Exam ning Attorney points out that
one of the hang tags submitted by applicant touts "BALLISTIC

NYLON' as one of the listed features of applicant’s |uggage.”®

® Such features also include: "HEAVY DUTY WATERPROOF, " " EXPANDI BLE
CAPACI TY, " "LARGE ORGANI ZER POCKET, " "KEY KEEPER, " "LEATHER CARRY

11
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The Exami ning Attorney al so accurately observes that "the sane is
true for the three-fold tag for the 'Portfolio Collection ...,
whi ch uses " BALLI STIC NYLON in a generic manner on the first

i nside page,” and "in the same type style and font," as such

ot her generically described features or characteristics as "Top
Grain Leather"” and "Heavy Nyl on Zi pper".

Furt hernore, while conceding that "applicant cannot
control the nedia’s use of the term’ballistic nylon,”" the
Exam ni ng Attorney neverthel ess contends that "the nedia s use of
a termis evidence of the neaning of that term as understood by
its readers.” The Examining Attorney, in particular, notes that
the record contains evidence extracted fromthe "LEXI S/ NEXI S"
dat abase, a catal og, and Internet website advertisenents which
"clearly shows that not only is "ballistic nylon” understood in
the trade as a generic termfor a type of fabric comonly used in
t he manufacture of |uggage, but [it is so] ... understood by
consuners of luggage as well since manufacturers tout the fact
that their goods are nade fromballistic nylon" and "woul d be
unlikely to do this if they believed consuners were unaware of
the neaning of the term"”

In this regard, the follow ng "LEXI S/ NEXI S" excerpts
are representative and plainly denonstrate, with but one possible
exception in which the term"ballistic" is initially capitalized,

that the designation "BALLI STIC NYLON' is used to signify a

HANDLE, " " PADDED SHOULDER STRAP, " "LARGE FRONT POCKET, " "LARCE REAR
POCKET" and "SELF HEALI NG ZI PPER".

12
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category, class or type of fabric fromwhich | uggage, tote bags
and travel garnent bags are made (enphasis added):

"Then there’s DKNY's ankl e boot made out
of ballistic nylon (the nylon used in
| uggage) for $98." -- San Franci sco Exam ner,
Decenber 14, 1995, Style, at B-3;

"Tum s new Weel - A-VWay suitcases are
full-size soft-sided ballistic nylon |uggage
...." -- Chicago Tribune, Cctober 25, 1995,
Travel, at 12;

"Size is critical if you want to carry
your garnent bag on the plane. Four-suiters
can be as bul ky as suitcases. The nost
durabl e of the bags are nmade of ballistic
nyl on, once used as a cover for bull etproof
vests. Prices for good garnent bags range
from $150 to $460." -- Chicago Tribune,
Decenber 20, 1992, Travel, at 2);

"Free-standing ballistic nylon and
| eat her garnent bag (right) that unzips to a
hangi ng three-suiter with winkl e-reducing
interlinings and organi zers, $525." -- N.Y.
Ti nes, October 25, 1992, §6, at 52, col. 1;

"Today's | uggage may be made of molded
plastics and bal I'i stic nyl on, while
yesteryear's was wood and wool, but the
guestions remain essentially the same: Is
hard luggage preferable to soft? ...." --

Houston Chronicle, September 22, 1991,
Travel, at 1 (article headlined: "THE LATEST

ON LUGGAGE: AN OPEN AND SHUT CASE");

"All of the bags are made from 1050
denier Bal listic nyl on, which is one of the
strongest | uggage fabri cs available today."
-- ASAP, March 1991, at 78; and

"Another durable | uggage nateri al
recommended for frequent travelers is what
the luggage trade calls’ bal l'i stic nylon.
This long-lasting, tightly woven fabri c used
to make bulletproof vests is a good bet ...."
-- The Record, January 14, 1990, Travel, at
T13.

13
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The catal og excerpt and Internet advertising nade of
record simlarly show that, for the nost part, the designation
"BALLI STI C NYLON' is used in a generic manner to indicate the
fabric or material fromwhich a variety of luggage itens are
made. Representative exanples are reproduced bel ow (enphasis

added):

"OUR EXCLUSI VE TRAVELLER S EDGE3
BALLI STI C LUGGAGE was uni quely designed to
meet our own rigid specifications and
I ncorporate all the features that we know
travell ers demand. The first thing you'l
notice is their exterior--attractive, of
course, but al so exceptionally durable.
That’ s because they're nmade with a 2500
denier ballistic nylon that’'s simlar to the
material in bullet-proof vests, unlike other
| uggage brands that use a lower quality
pol yester/nylon. ...." -- United Airlines
Hi gh Street Ennorlun1 Sprlng 1996, at 16;

"Through innovative design and unequal ed
quality, Travel pro remains the nunber one
| uggage of the professional traveler.
PLATINUM SERIES .... Geat for business or
| ei sure travel. Features a renovable suit
conpartnment. Made of ballistic nylon with
| eat her padded handles. ...." -- http://-
wwv. i nnovat i onl uggage. conf p0000025. htm as of
April 17, 1997 (but | ast nodified on January
2, 1997);

"... CorduraR and Ballistic nylon have
revol utioni zed the | uggage industry. 1In the
12 years or so that this luggage has been in
exi stence, | have seen only a very few pieces
of this luggage cone into our repair center.
Way woul d you insult many of your readers who
have bought ballistic nylon |uggage for its
wear, and not for its ability to withstand an
attack? The benefits of ballistic nylon
| uggage have clearly proven over the years."
-- http://ww. |l gma. conf consuner/retail.htm,
as of April 17, 1997 (© 1997, letter to
Luggage & Leather Goods Manufacturers of
America, Inc. entitled "RETAILER SPEAKOUT:

14
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THE MERI TS OF PURCHASI NG QUALI TY LUGGAGE");
and

"Be sure to visit our luggage store:
Excess Baggage for information regarding
great deals on luggage ... and our conplete
i ne of business briefs and brief cases.

Fi nd out why these soft sided ballistic nylon
and | eather conputer briefs are a great
value." .... -- http://ww.baggage.com , as
of April 17, 1997 (© 1996).

It is well settled that a designation is considered to
be merely descriptive of goods or services, within the meaning of
Section 2(e)(1) of the Trademark Act, if it immediately describes
an ingredient, quality, characteristic or feature thereof or if
it directly conveys information regarding the nature, function,
purpose or use of the goods or services. See In re Abcor____
Development Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA
1978). Itis not necessary that a designation describe all of
the properties or functions of the goods or services in order for
it to be considered to be merely descriptive thereof; rather, it
is sufficient if the designation describes a significant
attribute or idea about them. Moreover, whether a designation is
merely descriptive is determined not in the abstract but in
relation to the goods or services for which registration is
sought, the context in which it is being used on or in connection
with those goods or services and the possible significance that
the designation would have to the average purchaser of the goods
or services because of the manner of its use. See Inre Bright-
Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979). Consequently,

“[w]hether consumers could guess what the product [or service] is

15
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from consideration of the mark alone is not the test." Inre
Anerican Greetings Corp., 226 USPQ 365, 366 (TTAB 1985).

It is also well established that, in the case of a
generic designation, the burden is on the Patent and Tradenark
O fice to show the genericness of the designation by "clear
evi dence" thereof. See, e.qg., Inre Merrill Lynch, Pierce,
Fenner & Smith, Inc., supra at 1143. See also In re Gould Paper
Corp., 834 F.2d 1017, 5 USPQ2d 1110, 1111 (Fed. Gir. 1987). As
to the standard for evaluating genericness, the Board in In re
Leat herman Tool G oup Inc., 32 USPQRd 1443, 1449 (TTAB 1994),
stated that:

The test for determ ning whether a
designation is generic, as applied to the
goods [or services] set forth in an
application or registration, turns upon how
the termis perceived by the relevant public.
See Magic Wand Inc. v. RDB Inc., 940 F. 2d
638, 19 USP@d 1551, 1552-53 (Fed. Cir. 1991)
and cases cited therein at 1553. Such
perception is the primary consideration in a
determ nati on of genericness. See Loglan
Institute Inc. v. Logical Language G oup
Inc., 962 F.2d 1038, 22 USP@d 1531, 1532
(Fed. Gr. 1992). As Section 14(3) of the
Trademark Act, 15 U.S.C. 81064(3), makes
clear, "[a] ... mark shall not be deemed to
be the generic name of goods [or services]
solely because such mark is also used as a
name to identify a unique product [or
service]"; instead, "[t]he primary
significance of the ... mark to the relevant
public rather than purchaser motivation shall
be the test for determining whether the ...
mark [is or] has become the generic name of
the goods [or service] on or in connection
with which it has been used." Consequently,
if the designation sought to be registered is
understood by the relevant public primarily
to refer to the class or genus of goods [or
services] at issue, the term is generic. See
H. Marvin Ginn Corp. v. International
Association of Fire Chiefs, Inc., [728 F.2d
987, 228 USPQ 528, 530 (Fed. Cir. 1986)] ....
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Evi dence of the relevant public’s

understanding of a term nmay be obtained from

any conpetent source, including newspapers,

magazi nes, dictionaries, catalogs and ot her

publications. See In re Northland Al um num

Products, Inc., 777 F.2d 1566, 227 USPQ 961,

963 (Fed. Gir. 1985).

Upon careful consideration of the entire record, we
agree with the Exami ning Attorney that the designation "BALLISTIC
NYLON' is a generic termfor a type of textile fabric or materi al
which is used, inter alia, in the manufacture of |uggage, tote
bags and garnent bags for travel. Wile we are m ndful of
applicant’s contentions that he coined and origi nated such term
that he created a new industry and that the nedia and various
conpani es have m sused or otherw se nade a play on the name, we
find that virtually all of the "LEXI S/ NEXIS' excerpts clearly
denonstrate that the designation "BALLI STIC NYLON' prinmarily
signifies, to those in the luggage, tote bag and travel garnent
bag field and to custoners for such products, a particular kind
of fabric or textile material fromwhich the products are
principally made. 1In fact, it is especially notable that, nore
than one year prior to applicant’s clained date of first use of
such designation for his goods, one of "LEXIS/ NEXIS" excerpts
generically refers to "BALLI STIC NYLON' as the nanme utilized by
"the |l uggage trade" for a "durable |uggage material". The
catal og and Internet advertising excerpts |ikew se show, for the
nost part, that the designation "BALLISTIC NYLON' prinmarily
signifies a durable fabric or material from which |uggage and

ot her travel bags are fabricated. |In addition, applicant’s own

speci nens of use plainly utilize the designation "BALLISTIC
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NYLON' in a generic fashion to indicate the kind of material from
whi ch applicant’s goods are constructed.

On the whole, therefore, it is clear fromthe
evidentiary record that, to nenbers of the relevant public,
i ncl udi ng producers of |uggage and travel bags as well as
ordi nary consuners of such products, the designation "BALLISTIC
NYLON' generically names the fabric or material used in
applicant’s tote bags, garnent bags for travel and |uggage. As
such, the designation "BALLI STIC NYLON' i mredi ately descri bes,
wi t hout specul ation or conjecture, a significant characteristic
or feature of applicant’s goods and appears, in fact, to
designate a category or class of luggage and related travel bags
whi ch are constructed by a variety of manufacturers fromthe
textile fabric or material comonly known as ballistic nylon.

In reaching this conclusion, we have not ignored or
di sregarded the claimed attenpts by applicant to police its
asserted rights. The lone letter submtted by applicant as
evi dence of such efforts, however, makes no demand that the
reci pient cease and desist fromuse of the designation "BALLISTIC
NYLON, " nor does it otherw se seek to assert control over the
nature and quality of the goods marketed under the designation by
offering to discuss arrangenents for acquiring a |license from
applicant to use such term Applicant’s assertions of
proprietary rights, as denonstrated by single letter which is
over five years old, are sinply outweighed by the fact that
virtually all of the "LEXIS/NEXIS," catal og and I nternet

advertising excerpts readily and unanbi guously denonstrate
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generic rather than proprietary usages of the "BALLI STI C NYLON
designation. This case is thus unlike the situation in Merrill
Lynch, supra at 1143-44, which presented a m xture of uses which
our principal reviewing court found to be so indetermnate as to
be insufficient proof of genericness. The record herein,

i nstead, satisfactorily establishes that, to the rel evant public,
t he designation "BALLI STIC NYLON' primarily nmeans or signifies a
type or kind of textile fabric or material from which |uggage,
tote bags and garnent travel bags are commonly made and thus, at
the very least, the designation conveys forthwith a significant
feature or characteristic--if not namng a category or class--of
such products.

Furthernore, even if, as applicant insists, he was the
first person to utilize the "BALLISTIC NYLON' designation in
connection with tote bags, garnent bags for travel and |uggage,
such fact is sinply not dispositive where, as here, the
evidentiary record clearly shows that the designation
unequi vocal ly projects a nerely descriptive, if not a generic,
connotation. See, e.g., In re MBAssociates, 180 USPQ 338, 339
(TTAB 1973). Finally, the fact that none of the reference works
cited by applicant lists "BALLISTIC NYLON' as a textile fabric or
fiber is not controlling on the issue of descriptiveness where,
as here, the Exam ning Attorney has shown by conpetent evi dence
t hat such designation has a well understood and recogni zed
nmeani ng as both a type or kind of durable material from which
| uggage, tote bags and garnent bags for travel are constructed

and a class or category of products nade from such nmateri al
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See, e.qg., In re Gould Paper Corp., supra at 1112 [" SCREENW PE"
for a "prenoistened, antistatic cloth for cleaning conputer and
tel evi si on screens” found i ncapable of being registered]; Inre
Phar maceuti cal Innovations, Inc., 217 USPQ 365, 367 (TTAB 1983)
["ULTRA/ PHONI C' for "diagnostic ultra sound conductivity or
scanning gel" held nerely descriptive]; and In re Ol eans Wnes,
Ltd., 196 USPQ 516, 517 (TTAB 1977) ["BREADSPRED' for "jellies
and jans" held nerely descriptive].

Deci sion: The refusals under Sections 2(d) and 2(e)(1)

are affirned.

G D. Hohein

C. E Wilters

H R Wendel
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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